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IN TTIE UNITED STATES PATENT AND TRADEMARK OFFICE 



P, 001 



Cn\V[ 0 r.NTI ALIT V NO' I'l C L 

Tlu- pa.^N >.-..;rpn>in/. ihi^ ir?inHniis.«^ion cimliin t-MtilulciUiivl imoniiuLiLiM I'uiiit |-]r.st.,lN' KCVriir.MirjiCt l-ARf.F.Y l^I NIUSITI. I'.C. This 



August ] 5, 200 I ^'t >j;^rO 

FOR DISCUSSION PURPOSES ONLY - NOT I O BE ENTERED 

Examiner J, Venkat 

G AU 1 627 4 p^^^. cUtachmenT 

United Slates Patent and Trademark Ollice 

(7(^)308-7922 

Re; USSN 09/391,783 
Baldwin ei al. 

Examiner Venkat: 

ALtached is a copy of the Rcsrriction Requirement received m the earlier case (USSN 
08/733,803, now USP 6.0 1 7,768), ClamLs 1 -2 ofr.lic -768 patent were on^mal claims 36 and 17 
identified as restriction Group V (page 3j. The claims pending in the present divisional case are 
members ot restriction Group IT (original claims 4- 1 8). The present application was liled with a 
preliminary amendment such thai only original claims 4-14 were pending. Although this group 
of clnims were all members of a single restriction group in the earlier application (Group 11) a 
turther 6-way restriction was received in the present case and Group I (claims 4-7) was elected 
along with an election of species. Claims 39-49 were added upon confirmation of the election ^ 
and are drawn to the elected species 

Please call if you hav. .my funhcr questions. Thank you for your time and consideration 




Respectfully, 

D.ite; August I 5. 200] ^--r^- ( ./ Ll. ^ I j \ L 

Candice J. Clement, Esq. 

Aiiorney for Applicants 

USPTO Registration Number 39,946 

HeSLIN ROTHENBERG FaRLEY & MBSITI P C. 

5 Columbia Circle 

Albciny, New York 12203 

Telephone (.S J 8) 452-5600 

Facsimile; [51 S) 452-5579 
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Office Act/on Summary 



Applicdtior^ No. 
08/733,803 



Applicant!.';! 



Baldwin et al 



Examiner 



P. Achutamurthy 



Group Art Unix 
1813 




Xl ResDorisive to communicaiionts: TJed on Or r_lS, 1996 • 

"~ This aciion is FINAL. 

Since This application is in condiiion for allowgnce evcepi for forrnal matters, prosecuiion as lo the morits is closed 
in accordarice with The praciice under Ex parte QuOyle, 1 935 CD. 11, 453 O-G. 21 3. 

A shortened statutorv period tor response to This action is set to expire One montlMs), or Thirty bays, whichever 
IS longer, from the mailing Gate of this communicat'on. Failure to respond wiThm The penod tor response will cause the 
opplicaTion TO become abandoned- (35 U.S.C. § 133]. Extensions of time may be obtained under the provisions of 
37 CFR 1.13613). 



DiSDOsition of Claims 

X Claim(s| 7-28 and 35-37 



is/are pending in the application. 



Of the above, claim(s) 

Ciaim(s) 

Claim(s) 

Claim(s) 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected, 

is/are objected to. 



X Claims 7-2S nfid 35-37 



are subject to restriction or election requirement. 



Application Papers 

See the attached Notice of Draftsperson's PaienT Drawing Review, PTO-948. 

' '. The drawing(s) filed on is/are objected to by The Examiner. 

.Z Tne proposed drawing correcTion, filed on is ■ approved 

;_; Tne specification is cbjected to by the Examiner. 

_ Ti.e oath or declaration Is abjected to by the Examiner. 



.disapproved- 



Priority under 35 U.S.C. § 119 

_ AcknowJedpement is made of a claim for foreign priority under 35 U.S.C- § 1 19{aJ-|dl. 
_ All L_: Some'' I *' None of the CERTIFIED copies of the priority documents have been 
received. 

received in Application No. (Series Coae.'Seriai Number) 
— received m this national stage application trom the Iniernationai Bureau (PCT Rule 17.2(a)J. 
'Certified copies noT received: 



. Acknowledgemeni is made of a claim for domestic pr;ority under 35 U.S.C. § 1 19(ei. 

Attachmentls) 

n Notice of References Cited, PTO-892 

_ Information Disclosure Statement[s), PTOO 449, Paper Nofs}. 
_ Interview Summary, PTO-413 ^ 
. Notice of Draftsperson's Patent Drawing Review, PTO-94e 
Notice of Informal Patent Application, PTO-152 



SEE OFFICE ACTION ON THE FOUQWiNG PAGES - 



PTO-326 (Rev. 9-95) 



Office Action Summary 



Part of Paper No. 8 
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Sc•ric^i Number: Oft/ "33, 8 03 Page 2 

Art "nir: 



Part III DETAILED ACTION 

Thi5 ±3 in response re zhQ Preliminary J-jr.GndirenL filed 
October IB, 1996 which not rr.ade of reccrd in this application 

um':il July 19, 1997. Thi.^ r-r.endnont v^as recieved after the .last 
Offcie cicl:ion was mailed. Tn view of the cancelllation of clc-ims 
2 9-3 4, adait:Lon of ciaxiTu- 3 6, and 37, a new res trici Lion 
requiremanc is necessary and is the subject of this Office 
Miction . 

El^cHlon/RGStrlctlon 

Restriction to one of the fcllowir.g inventions is required 
under 35 U.S.C. 121; 

Group Claims 1-3, 21-2b-, and 35 drawn to compcunds wirh 

ligand/linker resiou^, methca of making saite, and method of using 
same for identifying candiciato compourds, classified m Class 
•13 6, subclass 7,1. 

Group II. Claims /1-1h, drawn tc penta chlorcphen yl grouse 
containing compounds, classiiied m Class 549, subclass 405. 

Group III. Claimr^ 19 drawn tc a method of mhibiuing 
carbonic anhydrase or its isoenv-^;^^, classified m class 436, 



subclass 18 3 



Group IV. Claim 2u, arawn to a xr.ethod of treating glaucoma 
m i inan-jnal, classiZied in Class 514 , subclass 913. 
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Serial NuirJocr: 0£."33,S03 Page 3 

P.rt Unii:: Id 18 



-^1/3 Group V. Cl.^ims 36 and 2'', dravjn co 

r having ths recir.ed rormuii.. 



a library or corr.pcunds 



^ ^^^^ in'/enrions are discmc-,, ecich from Tine other because o"" 

me fclj.owirig reasons: 

Inventions I ana II ^^.re distj ncr because rhey are drav;n zo 

library of compcunds wirh ciifforent suructural features. 

Inventions TI and III cr IV art^ related r.s product and 

process of use. Tine inveniiicnif can be shown to be distinct if 

either or bot'i of the lollo'ving can be .shown: (1) i-he procesi; for 

usinq -ne product a^^ cla::;.e- can be practiced wi ch another 

n>ateria:. Ly different product or ;2: the product as claimed can bo 

used in a m^iterially aifferGnt process of using that oroducn 

(M,P.E,P. § 806.05(h)). In the instant case the product can be 

used in mutuaJly exclusive -areriaily different methods, such as 

for treating glaucoma as cc-pared to \nvention IV or for 

inhibiting carbonic arhydrase enzyme as compared no invention -v. 

Grcups I and V are unrelareo to each otner or no any of the 

other Groups because they are drawn to co:npounds not necessarily 

included rn the coTipounds recired in Groups I or TI. 

Because these invent: ens are distinct for the reasons given 

above and have acquired a separate star.:^ in the arc as shown by 

the:r different classification and/or because of their recognized 

divergent subject Tiatter, restricMon fn- ^ v -t^ n r. - i- ^ . 

/ ^-i ^xun lor rrXc^mmcii tion purposes as 

indicated is proper. 
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7-^ .B q e 



Applicani: a.dvist;d liielz zhe rsspmise zo this r equirGneni- 
to be coir.piete "lUst include ar. election or rhe invpntlor. to be 
exanixned evon though th& requircn^enr he traversed. 

Applicant is remindGd zh^z upon thG cancellation of claims 
to ^ non-elected inveiniion, zhe. inventorship must oe amended m 
compliance wich 21 C.F.R. § l.^^(b) :. f one or more of the 
currently named ir.verr-icrs is no ^onger an inventor of az leasr 
one claim remain-^ ng m rhe app^ic^uion. Any amend-riont of 



"i nventor 



hip must bo accompanied 



by a di 1 i gen 1 1 y-- f 



filed petition 



under 3 7 



C. F.R. 



1 . 4 8 ( o ) 



fee requirea under 37 C.F.R 



7 (h 
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